Fax sent by : ALSTON BIRD 11-13-07 15=16 Pg: 3/9 

Appl.No.: 09/977,896 

Amdt. Dated 11/13/2007 

Reply to Office Action of 08/20/2007 



REMARKS 

This response is submitted in reply to the Office Action dated August 20, 2007, Claims 
1-18 currently stand rejected. Applicants respectfully traverse* ; : " : . 

In light of the remarks presented below, Applicants respectfully request reconsidteradpn 
and allowance of all now-pending claims of the present application. 

Claim Rejections -35 USC SI 03 

Claims 1 -3 stand rejected under 3 5 U.S.C. § 1 03(a), as unpatentable over Fanning (tf.S, ; ! V \}\ 
Paten 6,366,907, hereinafter "Fanning") in view of Hale (U.S. Patent No. 6,732,180 v hereinifter : . 
"Hale") and further in view of Gutberlet (Gutberlet, L,/Teer-to-Peer Computing ~ A 
Technology Fad or Fact?\ 10/10/2000, pp. 1-16). Claims 4^6 stand rejected under 35 U.S.G. : ; 
§103(a), as unpatentable over Fanning in view of Hale and Gutberlet, further in view of Sender 
(Schneier,B„ "Applied Cryptography", 1996, pp. 4-5): Claims 7-9 stand rejected uftdfef 35 
U.S.C. § 103(a), as unpatentable over Fanning in view of Hale and Dittmann et ah (Diltrtani bt 
al. "Copyright-Copywrong", 2000, pp 14-17, hereinafter "Dittmann"). Claim 10 stands rejected : 
under 35 U.S.C. §103(a), as unpatentable over Fanning in view of Hale and Gutberlet, further in 
view of Cuckoo ( "How To Lay Cuckoo's Eggs", pp. 1 -5, 1 0/1 8/2000). Claim 1 1 stands rejected 
under 35 U.S.C, §103(a), as unpatentable over Fanning in view of Hale and Dittihaim^ furf^ ; : 

view of Cuckoo. Ciaims 12-18 are rejected under 35 U.S.C. §103(a) as being unpatentable bvfer 
Fanning in view of Hale and Cuckoo, further in view of various combinations of Dittmann, 
Gutberlet and Schneier. Applicants respectfully traverse. 

Claims 12-18 

Independent claim 12 recites, inter alia, collecting one of a plurality of digital musig , ; ' - : 

files, which are substa ntially similar to an illegally produced digital music file that has a greatest 
number of files havin g the same name, size and playing time. In other words, a single file is 
selected from among a plurality of files that are substantially similar to an illegally produced 
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digital music file. The single file selected is the one among the plurality of files that has the 
most files having the same name, size and playing time. Independent claim 12 also recites, inter 
alia > modifying the collected digital music file and redistributing the modified digital masicfilfc 
According to an embodiment of the present application, illegally produced digital miteic files '■■ : 
may be sought out, collected, modified and redistributed into a network in the modified state. 

The Office Action asserts that Fanning discloses collecting one of a plurality of digital 
music files that has a greatest number of files having the same name, size and playing time at 
(col. 3, line 65- col. 4, line 42 and col. 5, line 46 to coL 6, line 7). However, the cited passages 
of Fanning fail to teach or suggest this feature. To the contrary, col 3, line 65- col; 4, line 41 of 
Fanning describes how a search response is returned to the recipient that displays the results of 
the search request for the recipient to examine. More specifically, an optimal provider server is. 
selected based on a scoring mechanism including the round trip response time> Internet 
connection line speed, size of file and reliability of the service provider. Thus, the only mention : 
of file size in this cited passage of Fanning relates to selecting a server and has nothing to db 
with collection of a digital music file. Moreover, this cited passage has absolutely no mentioii of 
anything remotely related to collecting one of a plurality of digital music files, which are 
substantially similar to an illegally pro duced digital music file that has a greatest numbe* of files 
having the same name: size and playing time The second cited passage, col. 5, line 46 to coL 6> 
line 7, relates to the collection of data objects, but again, this cited passage makes no mehtibrfof 
criteria for such collection as including collecting one of a plurality of digital music files, whifch • 
are substantially similar to an illegally produced digital music file that has a greatest number of 
files having the same name, size and playing time as recited in independent claim 12. 
Furthermore, the remainder of Fanning also fails to provide any relevant disclosure in this: . 
regard Accordingly, Fanning fails to teach or suggest collecting one of a plurality of digital 
music files, which are substantially similar to an ilk& a llv produced digital music file that has a 
greatest number of files having the s ame name, size and nlaving time as recited in independent 
claim 12. 

The deficiency of Hale in relation to the feature above has been previously pointed out in 
Applicants' prior response and remains valid. In this regard, Hale fails to collect any digital 
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music file, as discussed further below, and in any case, includes no disclosure related to sel^dting 
a file having a greatest number of files having the same name, size arid playing time, . As siich; 
Applicants respectfully submit that Hale also fails to teach or suggest collecting one of a 
plurality o f digital music files, which are subs tantiall y similar to an illegally produced digital 
music file that has a g reatest number of files having the same name, size and plavinft time as 
recited in independent claim 12. Moreover, Hale is no longer cited in connection with this 
feature. 

The Office Action also asserts that Cuckoo discloses the above recited feature at pages : 1- 
3. However, the entirety of the cited passage of Cuckoo foils to provide any teaching or 
suggestion of collecting one of a plur ality of digital music files, which are substantially Similar 
to an illegally produced digital music file that has a greatest number of files having the same 
name, size and playing time as recited in independent claim 12, In this regard, page 1 of CutRdo : 
discloses that popular songs may be picked for maximum demand. However, the popular sohgs 4 
are identified immediately thereafter as remixes, duets and live recordings. Nowhere does 
Cuckoo suggest that "popular" songs are files having the same name, size and playing time. 
Moreover, Cuckoo never mentions any reference to files having the same name, size or playing: 
time. Accordingly, Cuckoo also fails to teach or suggest collecting one of a plurality of digjfol . 
music files, which are sub stantially similar to an illegally produced digital music file that has a ' : : 
greatest number of files having th e same name, size and playing time as recited in independent . 
claim 12 ; 

Notably, although not cited in connection with the rejection of independent cteim 12, 
Gutberlet, Schneier and Dittmann also fail to teach or suggest the above recited feature of 
independent claim 1 2. Since none of the cited references teach or suggest, either alofse or in ' 
combination, collecting one of the plurality of digital music.files that has a greatest number of. 
files having the same name, size and playing time as recited in independent claim 12, 
independent claim 1 2 is patentable over the combination of Fanning and Hale. Dependent 
claims 10 and 1 1, which depend from independent claims 1 and 7, respectively, also recite the 
above underlined feature and are patentable over the cited references for the same reasons giveri 
above. 
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In addition, the Office Action continues to refer to Hale as disclosing modifying the 
collected file and redistributing the modified file. However, as previously pointed out in 
Applicants' prior response, Hale discloses the storing and ejctractipn of iirfonrmtion about sriared 
media (col. 6, lines 6-8). Specifically, Hale discloses that searches may be performed for 
proprietary media that falls within a protected.class (col. 7, lines 39-40). The search results may 
be used to generate media templates used in the manufacture of decoy media (col. 7, lines 47^ 
52). The decoy media, which may be shared through a network to dilute the network* with decoy 
media, are constructed based on stored specifications included in the templates (col. 7, lines 61 - 
64 and col. 8, lines 3-5). In other words, the decoy media are created or manufactured based on 
a template of information related to the proprietary media. The proprietary media is not , . - 

collected and modified for redistribution. Accordingly, Hale fails to teach or suggest 1 modifying .. : : 
a collected file as recited in independent claim 12. Instead, Hale discloses constructing the 
decoy media based on stored specifications having data regarding proprietary media. Indeed, as v 
Hale only discloses the collection of data regarding proprietary media and not the coUection of 
the proprietary media itself, Hale does not have possession of the proprietary media insucha : 
way as to permit its modification. Since Hale never modifies a collected file, but instead (Creates, 
or constructs a decoy file based on collected data about another file, any file distributed by Hale 
(i.e., the decoy media) is not a modified digital music file. Thus, Hale fails to teach or suggest 
modifying the collected digital music file and redistributing the modified digital music file as 
recited in independent claim 12. v .- ; ' 

Fanning and Cuckoo also fail to teach or suggest modifying the .collected digital music ' . J : : • ; V 
file and redistributing the modified digital music file and are not cited as such. The remaining . . "' 

references also fail in this regard and are not cited as such. Thus, since the cited references fail 
to teach or suggest, either alone or in combination, modifying the collected digital music file and 
redistributing the modified digital music file as recited in independent claim 12, any combination 
of the cited references will likewise fail to render independent claim 1 2 obvious. 

Claims 13-18 depend either directly or indirectly from independent claim 12 and thus 
include all the recitations of independent claim 12. Therefore, dependent claims 13-18 are 
patentable for at least thosfr reasons given above for independent claim 12. 
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Accordingly, for at least the reasons stated above, Applicants respectfully submit that the 
rejections of claims 12-18 are overcome. 

Claims 1-11 

Independent claims 1 and 7 recite, inter alia, collecting an illegally produced digital . 
music file, encrvptinp (claim 11 or inserting a watermark f claim 7> into the collected file and 
redistributi ng the encrypted or watermarked file . 

It appears from the Office Action that, generally speaking, Fanning is being relied upon 
for disclosing collecting files, Hale is being relied upon for disclosing modifying and '' ! - 
redistributing the modified files, and Gutberlet is being relied upon for disclosing that the 
modification may include encryption, while Dittmann is relied upon for disclosing that the 
modification may include watermarking. However, as stated above, Hale is directed to the 
storing and extraction of information about shared media (col. 6, lines 6-8). Specifically, Hale 
discloses that searches may be performed for proprietary media that falls within a protected: class 
(col. 7, lines 39-40). The search results may be used to generate media templates used in the 
manufacture of decoy media (col. 7, lines 47-52). The decoy media, which may be shared 
through a network t6 dilute the network with decoy media, are constructed based on stored . 
specifications included in the templates (col. 7, lines 61-64 and col. 8, lines 3-5). Accordingly, 
Hale fails to teach or suggest collecting a file and thus Hale cannot modify a collected fiie:m : ucH : ; ': 
less redistribute such file. Instead, Hale discloses the collection of data regarding proprietary; 
media and creating the decoy media based on stored proprietary data. Accordingly, the reliance 
of the Office Action upon Hale for the concept of modifying a collected file and redistributing 
such file is misplaced. Hale does not provide for the file that is collected (even assuming . 
Fanning discloses the collection of a file) to be modified by watermarking or encryption' aild 
redistributed. In fact, a combination of the cited references would, at best, appear to suggestthe: -i 
collection of a file, the extraction of various data from the collected file, the creation of a new 
(i.e., not modified) file, the watermarking or encryption of the new file, and the distribution of 
the new file. Thus, Hale introduces a completely disjunctive operation of new file creation that 
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does not contemplate the process of the claimed invention nor find the claimed ihventiohmthia. 
the bounds of its teaching or suggestion. 

Additionally, neither Gutberlet nor Dittmann cure the deficiencies of the combination of* = ! 
Hale and Fartning, since even if one assumes Gutberlet and Dittmann disclose ericrypting sndi 
watermarking, respectively, as mechanisms for modifying a file, Gutberlet and Dittmann both 
fail to teach or suggest any subsequent encryption or watermarking prior to redistribution of a 
previously collected file. The encryption or watermarking done in Gutberlet and Dittriiaiiri is aft ! 
evolution that is not performed on a file collected via a network and then redistributed via the \ ' y ' 

network after collection and modification. Thus, Gutberlet and Dittmann fail to cure the. 
deficiencies of Hale and Fanning as described above. Of note, Schneier also fails to teach or 
suggest the above recited feature and is not cited as such. 

Thus, since the cited references fail to teach or suggest, either atone or in cOmfelh^d^ . 
collecting an illegally produced digital music file, encrypting (claim 1 ) or inserting a .Watehfta& : ' • i; \ ■ .; 
(claim 7) into the collec ted file and redistributing the encrypted or watermarked file as recited hi 
independent claims 1 and 7, any combination of the cited references will likewise fail to render 
independent claims 1 and 7 obvious. ' . . ■ ' 

Claims 2- 1 1 depend either directly or indirectly from a respective one of independent : 
claims 1 and 7, and as such, include all the recitations of their respective independent claims. ■■ . 
The dependent claims 2-1 1 are therefore patentably distinct from the cited references, 
individually or in combination, for at least the same reasons as given above for independent 
claims 1 and 7, Additionally, as indicated above, at least claims 10 and 1 1 recite additional 
features that are neither taught nor suggested by any of the cited references, either along or in ; ^ 

combination. 

Accordingly, for all the reasons above, Applicants respectfully submit that the rejections 
of claims 1-11 are overcome. 



7 of 8 



PAGE 8/9 ' RCVD AT 11/13/2007 3:17:22 PM [Eastern Standard Time] ' SVR:USPTO-EFXRF-3/21 * DNIS:2738300 ' CSID: ' DURATION (mm-ss):03-34 



Fax sent by 



ALSTON BIRD 



11-13-07 15:19 



Pg : 9/9 



Appl. No.: 09/977,896 

Aradt. Dated 11/13/2007 

Reply to Office Action of 08/20/2007 



CONCLUSION 

In view of the remarks submitted above, it is respectfully submitted that the present 
claims are in condition for immediate allowance. It is therefore respectfully requested that a 
Notice of Allowance be issued. The Examiner is encouraged to contact Applicants' undesigned 
attorney to resolve any remaining issues in order to expedite examination of the present 
invention. 

It is not believed that extensions of time or fees for net addition of claims are required, 
beyond those that may otherwise be provided for in documents accompanying this paper. 
However, in the event that additional extensions of time are necessary to allow consideration; ojf 
this paper, such extensions are hereby petitioned under 37 CFR § 1.136(a), and any fee required ; 
therefore (including fees for net addition of claims) is hereby authorized to be charged to Deposit 
Account No. 16-0605. 



Respectfully submitted, 



Chad L. Thorson 
Registration No. 55,675 

Customer No. 00826 

ALSTON & BIRD LLP 

Bank of America Plaza 
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